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DETAILED ACTION 

Response to Amendment 

1. The amendment filed 15 march 2010 is acknowledged. Claims 1 and 2-7 are pending. 
Claims 6-7 are withdrawn (see election/restriction below). Claims 1 and 3-5 have been 
amended. Claims 6-7 are new. Claim 2 has been cancelled. All Objections and Rejections 
made in the previous Office Action that are not repeated are withdrawn. 

Election/Restrictions 

2. Newly submitted claims 6-7 are directed to an invention that is independent or distinct 
from the invention originally claimed for the following reasons: Claims 1 and 3-5 (hereinafter 
"Group I") are drawn to a board. Claims 6-7 (hereinafter "Group II") are drawn to a method for 
producing a board. Groups I and II do not relate to a single general inventive concept under PCT 
Rule 13.1 because, under PCT Rule 13.2, they lack the same or corresponding special technical 
features for the following reasons: All of the common technical features of Groups I and II are 
disclosed in US PGP 2004/0043682 to Taylor et al., as discussed below in the 35 U.S.C. 102/103 
rejection of claims 1-5, infra. 

3. Since Applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claims 6-7 are withdrawn from consideration as being directed to a 
non-elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 

Drawings 

4. A replacement drawing sheet was received 15 March 2010. These drawings are not 
acceptable. 



Application/Control Number: 10/595,524 Page 3 

Art Unit: 1783 

5. The drawing amendment filed 15 March 2010 is objected to under 35 U.S.C. 132(a) 
because it introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment 
shall introduce new matter into the disclosure of the invention. The added material which is not 
supported by the original disclosure is as follows: in FIG. 4, the step of applying a second layer 
of coating is listed as optional; the application as filed included no disclosure that the step of 
applying a second layer of coating was optional. 

6. Applicant is required to cancel the new matter in the reply to this Office Action. 

Specification 

7. The amendment filed 15 March 2010 is objected to under 35 U.S.C. 132(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment shall 
introduce new matter into the disclosure of the invention. The added material which is not 
supported by the original disclosure is as follows: 

8. In paragraph [001 1], as amended, the statement that the perimeter of the dome like 
protrusions is defined by the mesh configuration. The application as filed includes no disclosure 
of how the perimeter of the domes is defined, or how the shape/perimeter of the domes might 
correspond to a shape of the mesh. The only disclosure of how the mesh and the domes might be 
related is present in FIG. 3, however, FIG 3 is a cross-sectional view which would not convey to 
one of ordinary skill in the art any information about the shape of the perimeter of the domes 
and/or the configuration of the mesh, or how the perimeter of the domes is related to the shape of 
the mesh, if at all at any point in the two-dimensional expanse of the mesh except at the 
particular point at which the cross-section is shown. As such, the disclosure of FIG 3 is 
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insufficient to support the limitation that the perimeter of the dome like protrusions is defined by 
the mesh configuration. 

9. In paragraph [0033], as amended, the step of applying the second layer of coating is listed 
as optional. The application as filed included no disclosure that the step of applying the second 
coating was optional. Additionally, the method of producing a construction board in amended 
paragraph [0015] omits the applying a second coating step. The method without this step is not 
supported by the application as filed. 

10. Applicant is required to cancel the new matter in the reply to this Office Action. 

Claim Rejections - 35 USC § 112 

11. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

12. Claims 1 and 3-5 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. Specifically, as amended, claim 1 recites that the coating layer comprises dome like 
protrusions whose perimeter is defined by the mesh configuration. The application as filed 
includes no disclosure of how the perimeter of the domes is defined, or how the shape/perimeter 
of the domes might correspond to a shape of the mesh. The only disclosure of how the mesh and 
the domes might be related is present in FIG. 3, however, FIG 3 is a cross-sectional view which 
would not convey to one of ordinary skill in the art any information about the shape of the 



Application/Control Number: 10/595,524 Page 5 

Art Unit: 1783 

perimeter of the domes and/or the configuration of the mesh, or how the perimeter of the domes 
is related to the shape of the mesh, if at all at any point in the two-dimensional expanse of the 
mesh except at the particular point at which the cross-section is shown. As such, the disclosure 
of FIG 3 is insufficient to support the limitation that the perimeter of the dome like protrusions is 
defined by the mesh configuration. 

13. Claims 3-5 fail to comply for the same reasons as claim 1 . 

14. Claim 6 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. 
Specifically, claim 6 omits the method step of applying a second coating after layering the mesh. 
The application as originally filed does not disclose that this step may be omitted (the disclosure 
as filed was present in paragraphs [0030]-[0035], and only includes all 4 steps). 

15. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

16. Claims 1 and 3-5 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

17. Claim 1 recites that the coating layer comprises dome-line protrusions whose perimeter is 
defined by the mesh configuration. First, it is unclear what might constitute a "mesh 
configuration." Is the mesh configuration the shape of the apertures in the mesh, a variable 
thickness of the mesh (such as that caused by orthogonally aligned strands crossing), some 
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texture or shape into which the mesh is formed (such as the mesh being corrugated in some 
fashion), or something else? Second, it is unclear how the mesh corrugation defines the 
perimeter of the dome like protrusions. Does texture on the surface of the mesh cause the 
protrusions to extend upward, or do thickness variations push the protrusions upward, or do the 
edges of the apertures delimit the respective perimeters of protrusions, or something else. For 
purposes of examination, the mesh configuration will be construed as some organizational aspect 
of the mesh, and the mesh corrugation defining the perimeter of the domes will be construed as 
the perimeter of the domes being in some way related to the organizational aspect of the mesh. 

18. Claims 3-5 are unclear at least for the reasons of claim 1 . 

Claim Rejections - 35 USC § 102/103 

19. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1(2) of such treaty in the English language. 

20. Claims 1 and 3-5 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over US PGP No. 2004/0043682 to Taylor et al. 

21. Taylor discloses a composite tile backerboard 10 (corresponding to Applicant's board for 
the construction industry) comprising a core 18 (corresponding to Applicant's base board) of 
expanded polystyrene (corresponding to Applicant's base board made of plastic; polystyrene is a 
plastic/Applicant's base board made of expanded polystyrene beads), a top portion 12 of a 
woven mesh fabric (corresponding to Applicant's mesh) and cement compound 16 
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(corresponding to Applicant's coating layer/coating layer comprising cement), which together 
form a mesh fabric layer (corresponding to Applicant's mesh disposed within said coating layer) 
(paragraph [0022] and FIGS. 1-2). 

22. The mesh fabric is coated with enough cement compound slurry to adhere it to the 
polystyrene layer and yet still leave a textured surface (paragraph [0024]). As can be seen in 
FIG. 2, the provision of slurry as described in paragraph [0024] leaves the upper surface of the 
top portion 12 with a textured surface with what appear to be small dome-shaped protrusions 
protruding from the coating layer over where the individual fibers of the mesh are located (i.e. 
the perimeter of the domes is defined by the interstices of the mesh fibers (corresponding to 
Applicant's coating layer comprising dome-line protrusions whose perimeter is defined by the 
mesh configuration). 

23. With respect to claim 5, the cement slurry may comprise non-shrink additives 
(corresponding to Applicant's coating including additives) to minimize the shrinking of the 
slurry, and may comprise polymers to increase adhesion between the slurry and the mesh 
(corresponding to Applicant's coating including plastic adhesives) (paragraph [0027]). 

24. Therefore, claims 1 and 3-5 are rejected as anticipated by, or in the alternative, obvious 
over, the cited art. 

Response to Arguments 

25. Applicant's arguments with respect to claims 1 and 3-5 have been considered but are 
moot in view of the new ground(s) of rejection. 
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Conclusion 

26. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

27. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 

CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

28. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to NATHAN E. COMSTOCK whose telephone number is (571) 
270-1 133. The examiner can normally be reached on Monday through Thursday, 9am-6pm 
Eastern Standard Time. 

29. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Sample can be reached on (571) 272-1376. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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30. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/David R. Sample/ 

Supervisory Patent Examiner, Art Unit 1783 

/N. E. CJ 

Nathan E. Comstock 
Examiner, Art Unit 1783 
15 June 2010 



